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What differentiates a wine from another?

Trademarks : name, logos

Certification Marks: eg: 
Organic; VQA, Marque Quebec

Geographical Indications

Labelling: Grape
Varietals, Name, 
Year
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Champagne only comes from...Champagne



Champagne only comes from...Champagne
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Source: Comité Interprofessionnel du Vin de Champagne



What is a geographical indication?
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A specific
territory…

…where a unique 
wine/spirit/food
product is
produced…

…a quality, reputation or other 
characteristic of which is 
attributable to its geographical 
origin.

Pictures: Comité Interprofessionnel du Vin de Champagne



How are GIs protected in Canada?

Federal
o Trademarks Act

o Food and Drugs Regulations

o Spirit Drinks Trade Act
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Provincial 
o Quebec: Act Respecting Reserved Designations and Added-Value 

Claims 

o Ontario: Vintners Quality Alliance Act and the Rules Of Vintners 

Quality Alliance Ontario Relating To Terms For VQA Wine

o British Columbia: Food and Agricultural Products Classification Act
and the Wines of Marked Quality Regulation

o Nova Scotia : Agriculture and Marketing Act and the Nova Scotia Wine 
Standards Regulations



Protection Regimes under the Canadian 
Trademarks Act 

• Geographical Indications
• Sections 11.11-11.24 of the TMA

• Unfair competition
• Section 7 of the TMA

• Certification marks
• Sections 23-25 of the TMA
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OPPOSITION 
PROCEEDINGS

ENFORCEMENT

REGISTRATION

GI

CERTIFICATION 
MARKS

TRADEMARKS



GI and Protected GI

• geographical indication
means an indication that 
identifies a wine (…) if a 
quality, reputation or other 
characteristic of the wine or 
spirit or the agricultural 
product or food is essentially 
attributable to its geographical 
origin;

• protected geographical 
indication means a 
geographical indication that is 
on the list kept pursuant to 
subsection 11.12(1);
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List of protected GIs

• http://www.ic.gc.ca/cipo/listgiws.nsf/gimenu-eng?readform&sort=all&ord=1

9

http://www.ic.gc.ca/cipo/listgiws.nsf/gimenu-eng?readform&sort=all&ord=1


Protected GIs

• Both local and foreign geographical indications can be entered onto the list 
of GIs by submitting a request to the Canadian Intellectual Property Office. 

• Ex: OKANAGAN VALLEY (no.1416990); BORDEAUX (1431142)

• Foreign GIs can also enter on the list through bilateral or multilateral 
treaties.

• Ex: PIMENT D'ESPELETTE (no. 1858634)

10



How to get a protected GI
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1. Submission of Request 
through CIPO

2. Review of Request

3. Publication 

4. Objection Proceeding(s)

5. Entry on the List



Scope of Protection – Protected GI

1) Prohibition to use/adopt protected GIs (or their 
translation):

• in association with wine

• that is not originating in the designated 
territory. 
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Scope of Protection– Protected GI

2) Prohibition to register a trademark consisting of a 
protected GI if the registration is directed at wine 
not originating in the designated territory.

• Section 12(1)(g) of the TMA

Benefit of a registered GI: less opposition 
proceedings
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CASE STUDIES
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Scope of Protection – case study 1
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Scope of Protection – case study 1
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CIVC et als. v. La Champagnerie Inc. et al. (T-1461-17)



Scope of Protection – case study 1
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CIVC et als. v. La Champagnerie Inc. et al. (T-1461-17)

• La Champagnerie launched a house wine, "Cuvee 
Champagnerie” which was a Spanish wine of the "Cava" 
appellation and, as such, does not conform to the CHAMPAGNE 
protected GI (contrary to section 11.14 of the Act)



Scope of Protection – case study 1
• CIVC et als. v. La Champagnerie Inc. et al. (T-1461-17)
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Scope of Protection – case study 1

• CIVC et als. v. La Champagnerie Inc. et al. (T-1461-
17)

• Confidential Settlement

• Name of the restaurant was changed to MAISON 
ST-PAUL

• Justice Annis of Federal Court issued 

judgement on consent September 18, 2019
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Scope of Protection – case study 1
• CIVC et als. v. La Champagnerie Inc. et al. (T-1461-17)
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1. A declaration that the Defendants had infringed the Plaintiffs’ protected GI;

2. A declaration that the Defendants had directed public attention to their bar/restaurant 
services/wines to cause confusion between theirs services/ products and those of 
bar/restaurants/producers of wines that offer services/wines that conform to the 
CHAMPAGNE protected GI; 

3. A declaration that the Defendants had passed off their services as those who serve wine that 
conforms to the CHAMPAGNE protected GI;

4. A permanent injunction restraining the Defendants from using CHAMPAGNE; 



Scope of Protection – case study 2
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Scope of Protection – case study 2
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• INAO et al. v. Sunwing Travel Group Inc. et al. (T-532-17)

The Plaintiffs claimed, notably: 

1. A declaration that the Defendants had infringed the 
Plaintiffs’ protected GI;

The Plaintiffs claimed, notably: 

1. A declaration that the Defendants had infringed the 
Plaintiffs’ protected GI;

2. A declaration that the Defendants had passed off their 
services as those who serve wine that conforms to the 
CHAMPAGNE protected GI;

3. A permanent injunction restraining the Defendants from 
using the CHAMPAGNE protected GI, and;

4. Damages.



Scope of Protection – case study 2
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• INAO et al. v. Sunwing Travel Group Inc. et al. (T-532-17)

• Confidential 
Settlement

• Federal Court 
issued a 
judgement on 
consent



Scope of Protection – case study 3
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• MacDuff v. Vacances Sunwing inc. – Class Action

• Did the Defendants contravene the Quebec Consumer Protection Act 
by describing and promoting their service by using the word 
"champagne" but not serving Champagne wine?

• Ongoing



Unfair Competition – In the absence of 
registered rights

7. No person shall

(c) pass off other goods or services as and for those ordered or requested; or

(d) make use, in association with goods or services, of any description that is false in a material respect and 
likely to mislead the public as to

• (i) the character, quality, quantity or composition,

• (ii) the geographical origin, or

• (iii) the mode of the manufacture, production or performance of the goods or services.

The test for passing off:

• Goodwill

• Misrepresentation

• Damages
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Scope of Protection – Case study 4

• INAO v Mosti Mondiale
(2001)

• Mosti Mondiale: Supplier of 
grape juice and 
winemaking kits referring to 
various GIs (e.g.: Saint-
Emilion, Bourgogne, etc.)

• Superior Court of Quebec 
issued an order prohibiting 
Mosti from using these GIs
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Certification marks 

• A mark used to distinguish goods and services that meet 
predefined standards:

• the character or quality of the goods,

• the working conditions under which the goods are 
produced,

• the class of persons by whom the goods are produced, 
or

• the area within which the goods are produced;

• A certification mark may be descriptive of the place of origin. 
(e.g. ALIMENTS DU QUÉBEC)

• The owner of the certification mark is exclusively a licensor

27



Certification marks – Scope of Protection 

Unauthorized use

The owner of a registered certification mark may prevent its use by 
unlicensed persons or in association with any goods or services in 
respect of which it is registered but to which the licence does not 
extend. (Section 23(3) of the TM Act)

Also available: infringement (Sections 19 and 20 TM Act) and 
depreciation of the value of the goodwill (Section 22 TM Act)
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Cumulative Protection
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CHIANTI CLASSICO
TMA873779 (words)

TMA899150 (design) 

Protected Geographical Indication Registered Certification Marks



Update – CETA (Comprehensive Economic 
and Trade Agreement) 

• Trade agreement signed in October 2016

• Came into force on September 21, 2017
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Update – CETA (Comprehensive Economic 
and Trade Agreement)

• GI protection expanded to food and agricultural products

• Introduced new protected geographical indications for food 
and agricultural products, for example:

• Prosciutto di Parma ham

• Lentilles Vertes du Puy

31



Update – CETA (Comprehensive Economic 
and Trade Agreement)

• Border Security Measures Expanded 
to GIs

• Prohibition on the import and export of 
goods bearing a protected GI, if :

• the goods do not originate from the territory 
indicated by the GI or

• the goods were not produced in accordance 
with the law applicable to that territory.
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Update – CETA (Comprehensive Economic and 
Trade Agreement)

• Request for Assistance (RFA) 
applications :

• Allows customs officers to detain 
suspected counterfeit goods at the 
border if the GI rights holders have 
applied to participate in the RFA 
process.
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Update - USMCA

• New trade agreement signed on December 10, 2019 
(to be ratified) 

• Provides a number of provisions relating to the 
protection of GIs. Canada is already in compliance 
with these provisions.

• Worth noting : GIs for wines and spirits may continue 
to be automatically protected through bilateral or 
multilateral agreements (without first providing the 
possibility of opposing) 
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THANK YOU!

Ekaterina Tsimberis

ektsimberis@smartbiggar.ca
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mailto:ektsimberis@smartbiggar.ca
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